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DETAILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-9, drawn to a microscope slide stainer, classified in class 422, 
subclass 64. 

II. Claims 10-13, drawn to 14-17, classified in class 436, subclass 46. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process and apparatus for its practice. The 

inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case, the process as claimed in group II can be practiced by another 
and materially different apparatus such as an incubator for incubating disposable 
chemical slides. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, and the 
search required for group I is not required for group II and vice versa, restriction for 
examination purposes as indicated is proper. 

3. During a telephone conversation with Mr. James M. Smith on April 12, 2000 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-9. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 10-13 have been withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied 
by a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

Specification 

5. The abstract of the disclosure is objected to because the inclusion of legal 
phraseology such as means. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 1-9 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/ or use the invention. 

The claims recite the electric control for heating the individual heating surface 
and the electrical power connections of the first and second heating elements being 
distinct from each other, as well as the positions of the temperature sensors. However, 
the specification does not describe or provide support for such limitations to enable one 
skilled in the art to make and/or use the invention. 



8. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claims 1-9 are vague and indefinite as to it is unclear how the individual heating 
surfaces are heated or controlled individually. 

Claim 5, "the heaters" lacks antecedent basis. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

fb) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

10. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Rogers et 
al. (USP 4,043,292). 

Rogers et al. anticipate the instant claims by teaching a microscope slide stainer 
having a moving platform 18, a plurality of heating stations 26 or 94, each is adapted to 
support a slide and electronic control 88 or 106 for heating the individual heating 
surface (figures 1, 4 and 6-8). 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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12. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or unobviousness. 

13. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rogers et 
al. (USP 4,043,292). 

Rogers et al. reference has been discussed above which fails to recite the use of a 
thermocouple. However, such a thermocouple is conventional and well known in the 
art It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have selected a thermocouple as a temperature sensor in the 
device of Rogers et al. in order to monitor the temperature, since the examiner takes 
Official Notice of the equivalence of thermocouples and other temperature sensors such 
as thermistor, RTD, infrared sensors, etc. for their use in the art and the selection of any 
of these known equivalents to would be within the level of ordinary skill in the art. 

14. Claims 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roger 
et al. (USP 4,043,292) in view of Muller et al. (USP 5,273,905) or Potter et al. (USP 
5,819,842). 

Rogers et al. reference, as discussed above, fails to specifically recite that two 
heating elements having two different electrical power connections for controlling the 
heating of the heating elements. 

Muller et al. teach a sample slide processing system having a plurality of heating 
element sets , each of which has the capability of heating to different temperatures 
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(column 17, line 37 to column 18, line 37, column 29, lines 30-36). Such an independent 
temperature control of heaters would provide an improved slide analyzing system that 
can be operated and practiced so as to carry out a given multi-step slide processing 
sequence in a replicable manner (column 2, lines 22-66). Likewise, Potter et al. teach an 
apparatus for temperature control of multiple samples, wherein the temperature of 
each sample is controlled independently by individual heating element and 
temperature sensor 22 (figure 2), in order to greatly facilitate multi-user applications 

(Summary of the Invention). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided the device of Rogers et al, with 
independent controlled heaters, as taught by Muller et al. or Potter et al., in order to an 
improved slide analyzing system that can be operated and practiced so as to carry out a 
given multi-step slide processing sequence in a replicable manner and to greatly 
facilitate multi-user applications. Further, one of ordinary skill in the art would have 
recognized that different heating temperature ranges would require different electrical 
power connections. 

15. Claims 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Muraishi (USP 5,154,889) in view of Muller et al. (USP 5,273,905) or Potter et al. (USP 
5,819,842). 

Muraishi discloses an automatic device for incubating samples substantially as 
claimed. The device comprises a platform for supporting a plurality of samples, a 
plurality of heaters 71 positioned on the platform for providing heat to the samples 
(figures 1 and 6, and column 6, lines 32-48). The moving platform is taught by 
Muraishi at figures 10 and 11. Muraishi fails to specifically recite each of the heating 
element sets having the capability of heating to different temperatures. 
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Muller et al. teach a sample slide processing system having a plurality of heating 
element sets, each of which has the capability of heating to different temperatures 
(column 17, line 37 to column 18, line 37, column 29, lines 30-36). Such an independent 
temperature control of heaters would provide an improved slide analyzing system that 
can be operated and practiced so as to carry out a given multi-step slide processing 
sequence in a replicable manner (column 2, lines 22-66). Likewise, Potter et al. teach an 
apparatus for temperature control of multiple samples, wherein the temperature of 
each sample is controlled independently by individual heating element and 
temperature sensor 22 (figure 2), in order to greatly facilitate multi-user applications 

(Summary of the Invention). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided the device of Muraishi, with 
independent controlled heaters, as taught by Muller et al. or Potter et al., in order to an 
improved slide analyzing system that can be operated and practiced so as to carry out a 
given multi-step slide processing sequence in a replicable manner and to greatly 
facilitate multi-user applications. 

Double Patenting 

16. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 F.3d 
1046 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

17. Claims 1-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-13 of 
copending Application No. 09/032,676. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because one of ordinary skill 
in the art would have recognized that the instant claims would be encompassed by the 
claims of the copending Application No. 09/032,676. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Conclusion 

18. No claims are allowed. 



19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Long V. Le whose telephone number is (703) 305-3399. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 308-0651. 




Long V. Le 

Primary Patent Examiner, Group Art Unit 1743 
April 18, 2000. 



